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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 1 through 4 and 7 through 11. dains 5, 6, 12 and 13
wer e cancel ed.

The invention relates to a single antenna for
transmtting two RF frequencies. On page 5 of the
specification, Appellant identifies that the antenna is sized

to be either 5/8 or 3/4 of
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t he wavel ength of the lower of the two frequencies. The
ant enna
is a sem rigid coaxial wavegui de and a one end the wavegui de
is shorted. On page 6 of the specification, Appellant
identifies that the shield of the wavegui de has slots for high
frequency transm ssion. On page 6 of the specification,
Appel l ant identifies that the high frequency output is fed to
the antenna by a coaxial waveguide which is directly connected
to the antenna. On pages 6 and 7 of the specification,
Appel lant identifies that the | ower frequency is fed to the
ant enna by anot her coaxi al wavegui de which is connected to the
antenna via a capacitor.
| ndependent claim1 is representative of the invention
and reads as foll ows:
1. An antenna arrangenent for transmtting
at least two RF frequencies, conprising:
a wavegui de antenna el enent which is of a
length matched to a fraction of the wavel ength
of the lower of said at |east two frequencies,
sai d wavegui de antenna el enent i ncl udi ng
an internal conductor and at |east a shield
around said internal conductor;
a short circuit nmeans at one end thereof

connecting said internal conductor and said
shi el d;
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slots formed in the shield for the
transm ssion of the higher of said at |east two
frequenci es;

first wavegui de nmeans for feeding said
hi gher frequency directly to the antenna el enent
at the other end thereof; and

second wavegui de neans for capacitively
coupling said | ower frequency to the wavegui de
antenna el enent, wherein said shield extends to
substantially cover the entire length of said
i nternal conductor and acts as a transmtting
el ement .

The Exam ner relies upon the follow ng reference:

G | bert

1949

2,479, 227 Aug.

16,
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Clainms 1 through 4 and 8 stand rejected under 35 U.S. C
8§ 102 as being unpatentable over Gl bert.

Clains 1 through 4 and 7 through 11 stand rejected under
35 U.S.C. 8 103 as being unpatentable over Gl bert.

Rat her than reiterate the argunents of the Appellant and
the Exam ner, reference is made to the Brief and Answer for
the respective details thereof.

Opi ni on

W w il not sustain the rejection of Clainms 1 through 4
and 8 under 35 U.S.C. 8§ 102, nor will we sustain the rejection
of Claims 1 through 4 and 7 through 11 under 35 U. S.C. 8§ 103.

We first consider the rejection under 35 U.S.C. 8§ 102 as
being anticipated by over Glbert. Anticipationis
established only when a single prior art reference discl oses,
expressly or under the principles of inherency, each and every
el enent of a clainmed invention as well as disclosing structure
whi ch is capable of performng the recited functional

limtations. RCA Corp. v. Applied Digital Data Sys. Inc., 730

F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Cr. 1984), cert.

di sm ssed, 468 U.S. 1228 (1984); W L. Gore & Assocs., lnc. V.

Garlock Inc., 721 F.2d 1540, 1554, 220 USPQ 303, 313 (Fed.
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Cir. 1983), cert. denied, 469 U S. 851 (1984). A reference

anticipates a claimif it discloses the clainmed invention
"such that a skilled artisan could take it’s teachings in
conbination with his owmn know edge of the particular art and

be in possession of the invention." 1n re Graves 69 F. 3d

1147, 1152, 36 USPQRd 1697, 1701 (Fed. Gir. 1995) (citing In
re LeGice, 301 F.2d 292, 293, 133 USPQ 365, 372 (CCPA 1962)).
Appel | ant asserts, on page 6 of the Appeal Brief (brief),
that independent clainms 1 and 3 recite that the | ower
frequency is fed to the antenna by a second wavegui de
capacitively coupled to the antenna. Appellant argues that
G | bert does not teach that there is a capacitive coupling
bet ween the antenna and the | ow frequency feed. Rather,
Appel l ant asserts that Gl bert teaches a direct coupling
between the feed for the | ow frequency and the antenna.
Further, Appellant asserts that Glbert’s dielectric materi al
item 15, between sections 13 and 14 does not performthe
cl ai med function of coupling the | ower frequency to the
ant enna.
The Exam ner asserts, on page 4 of the Exam ner’s Answer

(answer), that Gl bert teaches:
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a second wavegui de neans is defined by the coaxi al
conductors 29, 30 of coax 28, for capacitively coupling
the | ower frequency to the wavegui de antenna el enment 10,
by virtue of the capacitance fornmed between the el enents
14, 16 caused by the spacing therebetween and the
dielectric 15 (and wherein a capacitor, as recited in
Claim 3, is connected/ fornmed between the antenna el enent
13 and one end, that is the connection end plate 32 and
the shield 30 of the second wavegui de neans 28).

Further, on pages 9 and 10 of the Answer, the Exam ner asserts
that Gl bert’s wavegui de 28 provi des capacitive coupling as
conductors 29 and 30 do exhibit a capacitance.

As pointed out by our review ng court, we nust first
determ ne the scope of the claim "[T]he name of the gane is

the claim" |Inre Honiker Co., 150 F.3d 1362, 1369, 47 USPQd

1523, 1529 (Fed. Cir. 1998). "[DJuring exam nation
proceedi ngs, clains are given their broadest reasonable
interpretation consistent with the specification.” In re
Hyatt, slip 99-1182 (Fed. Cr, My 12, 2000), (citing In re
Graves, 96 F.3d 1147, 1152, 36 USPQ2d 1697, 1701 (Fed. Gr.

1995) and In re Etter, 756 F.2d 852, 858, 225 USPQ 1, 5 (Fed.

Cr. 1985). W find that the scope of clainms 1 and 3 includes
an antenna which is fed fromtwo wavegui des, one of which is
directly connected to the antenna and the other of which is
capacitively coupled to the antenna. This scope is shown in
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the limtation of claim1 which reads "first wavegui de neans
for feeding said higher frequency directly to the antenna
element . . . second wavegui de nmeans for capacitively coupling
said | ower frequency to the wavegui de antenna el enent."”
Appel | ant has not provided a special neaning to the term
"coupled.” Accordingly, we find the term coupl ed should be
interpreted using the ordinary dictionary nmeaning: to link or
to connect. Therefore, we find that the scope of clains 1 and
3 is that the higher frequency is fed to the antenna through a
wavegui de directly connected to the antenna and the | ower
frequency is fed to the antenna through a capacitive
connection with a second wavegui de.

We find that Glbert fails teach a capacitive coupling
bet ween the antenna and the wavegui de which feeds that | ow
frequency. W find that Gl bert teaches an antenna which can
broadcast at two frequencies, one higher than the other. See
colum 1, line 40. The antenna, item 11, conprises two
antenna conponents, itens 13 and 14. See colum 2, lines 11
through 23. Gl bert teaches that the high frequency is fed by
a wave item 21 guide directly to antenna conponent 13. See
colum 2, lines 32 through 38. G | bert teaches that the | ow
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frequency is fed by coaxial wavegui de 28. The shield of
wavegui de 28 is directly connected to antenna el enent 14. The
center conductor of waveguide 28 is connected through item 21
to antenna el ement

item13. See colum 3, lines 6 through 15. Thus we find that
t he waveguide for the lower frequency is directly coupled to
the antenna item16. G lbert’s dielectric, item15, is an

el enent of the antenna which coupl es antenna sub-el enments 13
and 14. See colum 2, lines 16 through 20. W find that any
capacitance fornmed as a result of dielectric 15 does not |ink
the antenna, item 16, to the | ow frequency wavegui de.

Further, we disagree with the Exam ner’s assertion, on page 10
of the Answer, that the capacitance between the inner
conductor 29 and the outer shield, itens 28 of Glbert’s
wavegui de neets the capacitive coupling

[imtation of clains 1 and 3. W find that though Gl bert’s

| ow frequency coaxi al cable may have capacitance between the
two conductors, such capacitance is a feature of the wavegui de
and does not couple the waveguide to the antenna. |In sunmary
we find that Glbert’s antenna and | ow frequency coaxi al feed
may have capacitance, but we do not find that there is

8
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capacitance in the coupling between the | ow frequency
wavegui de and the antenna.

We next consider the rejection of clainms 1 through 4 and
7 through 11 under 35 U.S.C. § 103. It is the burden of the
Exam ner to establish why one having ordinary skill in the art
woul d have been led to the clainmed invention by the express
t eachi ngs or suggestions found in the prior art or by the
inplication contained in such teachings or suggestions. 1ln re
Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. Cr. 1983).
"Addi tionally, when determ ning obviousness, the clained
i nvention should be considered as a whole; there is no legally

recogni zable 'heart’ of the invention." Para-Odance Mg. V

SGS Inporters Int’l Inc., 73 F.3d 1085, 1087, 37 USPQd 1237,

1239 (Fed. Gir. 1995) (citing W L. Gore & Assocs., Inc.yv.

Garlock Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309 (Fed.

Gir. 1983), Cert. denied, 469 U S. 851 (1984)).

Appel | ant argues on page 7 of the Brief that the sane
argunents applied to the rejection under 35 U.S.C. § 102 al so
apply to the 35 U S.C. § 103. Further, on page 8 of the
Brief, Appellant argues that the rejection involves hindsight

reasoni ng.
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On pages 5 and 6 of the Answer, the Exam ner sets forth
the rejection based upon 35 U.S.C. § 103. On page 6 of the
Answer the Exam ner asserts that "it woul d have been obvi ous
to a skilled artisan to enpl oy an anmount of capacitance
bet ween the i nput coax feeder 28 and the elenents 13 and/or 14
for providing capacitive coupling of the antenna and the
feedline." Further, the Exam ner asserts that one0O woul d be
notivated to use a capacitor for d.c. isolation

As stated above, we find that the scope of clains 1 and 3
i ncl udes an antenna which is fed fromtwo wavegui des, one of
which is directly connected to the antenna and the ot her of
which is capacitively coupled to the antenna. Further, we
find that independent 9 is of simlar scope. This limtation
is found in the claim9 recitation of: "second wavegui de
means for capacitively coupling said | ower frequency to the
wavegui de antenna elenment.” Thus, we find that independent
claims 1, 3 and 9 all include the limtation of capacitively

coupling the I ower frequency wavegui de to the antenna.
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As stated above, we find that Glbert fails to teach that
the | ow frequency wavegui de is capacitively coupled to the
antenna. Further, as Gl bert teaches that the | ow frequency
wave guide is directly coupled to that antenna, we find that
Glbert fails to provide suggestion to capacitively couple the
| ow frequency waveguide to the antenna. W note that the
Exam ner has taken O ficial Notice that capacitively coupling
is well known. However, the Exam ner has provided no evidence
supporting this assertion. Upon challenge of the assertions
by the Appellant, the Exam ner shoul d have suppl enented the
stated rejection with a reference providing evidence of
Noticed assertions. W are not inclined to dispense with
proof by evidence when the proposition at issue is not
supported by a teaching in a prior art reference or shown to
be common knowl edge of unquesti onabl e denonstration. Qur
reviewi ng court requires this evidence in order to establish a

prima facie case. In re Piasecki, 745 F.2d 1468, 1471-72, 223

USPQ 785, 787-88 (Fed. Cir. 1984); In re Knapp-Mnarch Co.

296 F.2d 230, 232, 132 USPQ 6, 8 (CCPA 1961); In re Cofer, 354

F.2d 664, 668, 148 USPQ 268, 271-72 (CCPA 1966). Furthernore,

11



Appeal No. 1996- 3960
Application No. 08/380, 444

our review ng court states in In re Piasecki, 745 F.2d 1468,

223 USPQ 785, 788 (Fed. Cir. 1984) the follow ng:
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The Suprene Court in Gahamyv. John Deere Co., 383
US 1 (1966), focused on the procedural and
evidentiary processes in reaching a concl usion under
Section 103. As adapted to ex parte procedure,
Grahamis interpreted as continuing to place the
"burden of proof on the Patent O fice which requires
it to produce the factual basis for its rejection of
an application under section 102 and 103." dting
In re Warner, 379 F.2d 1011, 1020, 154 USPQ 173, 177
(CCPA 1967).

For the foregoing reasons we will not affirmthe
rejection of clainms 1 through 4 and 8 under 35 U. S.C. § 102,
nor will we affirmthe rejection of clains 1 through 4 and 7
t hrough 11 under 35 U. S.C. 8§ 103.

No period for taking any subsquent action in connection

with this appeal may be extended under 37 CFR § 1.136(a).

REVERSED

KENNETH W HAI RSTON )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
M CHAEL R FLEM NG ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)
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STUART S. LEVY
Adm ni strative Patent Judge
MRF/ sl d
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